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I have sent you a copy of EO 10104 which is 
still in force. It has not been amended or 
changed. I checked this with the Federal Register 
people to be sure. EO 10104 is not related to 
EO 1 0501 which I have not sent. EO 10501 was 
superceded by 11652 which you have. ' 

"i have also sent the regulations from the Code of 
Federal Regulations that relate to the secrecy of % 
inventions. Basically the CFR outlines the pro- 
cedures that must be followed when dealing with 
secret patents. The law itself is set out at 
35 USC 181 et seq. a copy of which is attached. 


If this does not answer your questions please 
phone . , * Ol. 



Librarian, OGC 
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4 Title 3—The President 


and by section 1753 of the Revised Stat- 
utes of the United States, and as Presi- 
dent of the /United States, it is ordered 
that Executive Order No. 9721 of May 
10, 1946, authorizing the transfer, under 
certain conditions, of civilian employees 
in the Executive branch of the Federal 
Government to public international or- 
ganizations in which the United States 
Government participates, be, and it is 
hereby, amended in the following re- 
spects: 

1. Section 1 is amended, effective as of 
May 10, 1946, by adding at the end there- 
of the following sentence : 

“Any employee so transferred shall, 
for a period not to exceed three years 
from the date of transfer and while em- 
ployed by the said international organ- 
ization, be considered as being on leave 
of absence from his employment by the 
Federal Government: Provided, that the 
employee is subsequently reemployed by 
the Federal Government in accordance 
with section 3 of this order." 

2. Section 2, which by its terms be- 
came inoperative on May 10, 1949, is re- 
vived and amended, effective as of that 
date, to read as follows: 

“Any employee serving under a war- 
service indefinite appointment who is 
transferred to a public international or- 
ganization pursuant to this order and, 
while serving in such organization and 
within three years from the date of such 
transfer, is either reached in regular 
order for probational appointment from 
a civil-service register appropriate for 
filling the position in which he was serv- 
ing or could, with the approval of the 
head of such agency, have been given a 
competitive status under Civil Service 
Rule in if he had remained in the posi- 
tion in which he last served in a Federal 
agency, shall be considered as having 
acquired a competitive status as of the 
date he is reached for probational 
appointment or classification. Any em- 
ployee transferred to a public interna- 
tional organization pursuant to this order 
who was serving in such organization on 
September 30, 1949, and had served con- 
tinuously therein from the date of his 
transfer shall be considered, so far as 
Executive Order No. 10080 of September 
30, 1949.® is concerned, as having been in 
an active-duty status on September 30, 
1949, in the position in the Federal Gov- 
ernment from which he was transferred 

1 3 CFR, 1949 Supp., p. 124. 


and as having had continuous service SR 
with the Federal Government from the-^Pl 
his transfer to September 30, ill 

1949. 

Harry S. 

The White House, 

February 1, 1950 . 

EXECUTIVE ORDER mQ4 

Defining Certain Vital Military 
Navai, Installations and EQmmzmWm 
as Requiring Protection Against 
General Dissemination of Informa^S^ 
tion Relative Thereto . . 


WHEREAS section 795 of title 
United States Code provides: *. 

“(a) Whenever, in the interests. 
tional defense, the President defines certain 
vital miUtary and naval installations ^or*J8 
equipment as requiring protection against^ 
the general dissemination of information rel<y4 
ative thereto, it shall be unlawful to make® 
any photograph, sketch, picture, drawing^ 
map, or graphical representation of sucfcV$ 
vital military and naval installations * or « 
equipment without first obtaining permit 
sion of the commanding officer of the mmtary$| 
or naval post, camp, or station, or naval: d! 
vessels, military and naval aircraft, and anyrJi 
separate military or naval command con- ^ 
cerned, or higher authority, and promptly if 
submitting the product obtained to sucIk# 
commanding officer or higher authority* for 
censorship or such other action as he 
deem necessary. --'-4-411 

“(b) Whoever violates this, section 
be fined not more than $1,000 or imprisoned 
not more than one year, or both/': : 

AND WHEREAS section 797 of 
of the United States Code provides: 

“On and after thirty days from the date~IL 
upon which the President defines any vital 5^ 
military or naval installation or equlp~V^s 
ment as being within the category contem^4£| 
plated under section 795 of this title; 
whoever reproduces, publishes, sells, or- gives : 
away any photograph, sketch, picture, draw- * 4 ^ 
lng, map, or graphical representation of the <4* 
vital military or naval installations or-® 
equipment so defined, without first obtaining 
permission of the commanding officer of the 
military or naval post, camp, or station con* 
cerned, or higher authority, unless such 
photograph, sketch, picture, drawing, map* 
or graphical representation has clearly indJk 
cated thereon that it has been censored by 
the proper military or naval authority* shall 
be fined not more than $1,000 or imprisoned 
not more than one year, or both.": . Aka 

NOW, THEREFORE, by virtue of the- 
authority vested in me by the foregoing 
statutory provisions, and in the interest? 
of national defense, I hereby define the^Jj 
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■Aswiive urtiers r „ 

E- 0. 10105 

Secretary of the Army, the Secreted 
the Navy, or the Secretarv ^ !^ of 
Porce as “top secret" << 55 ^ ?f the Air 
dentlal”, or “rSctert" 6 ^ ' “ c °nfl- 
artlcles, materials or eouimr? ^ sucl1 
may hereafter be ™ M? P S e 5 t which 
nated. or marked with ^hf smed ’ deslg ‘ 
^Ijfmctlon ofThe h iieIid a e P n P t r0Val ° r 

force^o 0 ^ Cl 2 ^‘hi t ^ ry ’ naval > or al r- 
Ports. ZJ s Pa ^ts, documents, re- 
models, dra wines ^hn? 18115 ' deslgns . 
tracts, or sn 3 .lv. ph ?tographs, con- 

marked under Th^auth ^ Ch 9X6 now 
direction of the President « r at the 
of Defense c.__~ * Secretary 

the Secretary of thoSv* or th® £ rmy> 
tary of the Air ?£ the Secre- 

"secret". “co^dentS" L *W. 
and all such arti^ uai ’ or res trlcted". 
may hereafter* 1 ^ so°tt^ eDt which 
approval or at lai* 5 8rked with the 
President. tie Section of the 

No T Sl ofMareh ° rder - 
fining Certmn vltal ’So ® Iltltled " 0e ‘ 
mstallations and Eq 5 S 2 t". and NaVaJ 

*■ w mt Bmse Bmr a ' I> ™“ 

February j, 295 ^ 


1 3 CPR, 1049 Supp„ p. i 31 _ 
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EXECUTIVE ORDER 10105 
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PART 4— FORMS FOR TRADEMARK 
CASES 


Codification Note; Part 4 is placed in a 
separate grouping of parts pertaining to 
trademarks. It appears on page 157 of this 
volume. , 


PART 5— SECRECY OF CERTAIN IN- 
VENTIONS AND LICENSES TO FILE 
APPLICATIONS IN FOREIGN COUN- 
TRIES 

Secrecy Orders 


5.1 Defense inspection of certain applica- 
tions. . « 

5.2 Secrecy order. 

5.3 Prosecution of application under secre- 
cy order; withholding patent. 

5.4 Petition for rescission of secrecy order. 

5.5 Permit to disclose or modification of se- 
crecy order. 

5.6 General and group permits. 

5.7 Compensation. 

5.8 Appeal to Secretary. 7 

Licenses for Foreign Filing 

5.11 License for filing application in for- 
eign country. 

5.12 Petition for license. 

5.13 Petition for license; no corresponding 
TLS. application. 

5.14 Petition for license; corresponding 
U.S. application. 

5.15 Scope of license. 

5.16 Effect of secrecy order. 

5.17 Who may use license. 

5.18 Arms, ammunition, and implements of 
war. 

5.19 Export of technical data. 

. General 

5.21 Effect of modification rescission or li- 
cense. 

5.22 Papers in English language. 

5.23 Correspondence. 

Authority: 35 U.S.C. 6, 181-187, 188. 

Source: 24 FR 10381, Dec. 22, 1959, unless 

otherwise noted. 


Secrecy Orders 

§5.1 Defense inspection of certain appli- 
cations. 

In accordance with the provisions of 
35 U.S.C. 181, patent applications con- 
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SARK taining subject matter the di^^S I in the application an 

of which might be detrimental^# 1 ^mpanied by a receipt, ■ w 
national security are made avanjrafe 1 particular principal, t > 

. . for inspection by defense agenc&SE I returned. 

s P eclfied 1x1 said section. Only app^. 1 **$) The secrecy 0 ^ de * is 

^ tions obviously relating to national 1 .L subject 

° f thiS curity, and applications within 4gm 1 {Jere any other appU^on 

indicated to the Patent and 1 ' se crecy orfler hss not 

mark Office by the defense agericf^® I discloses a signif leant paru 
IN IN- s0 related > are m ad e available. Tht* 1 f^t matter of the app 

O f!:; spection will be made only by respoil | Secy order, the other a! 

CGLIN ble representatives authorized byggfe 1 the comno^ s bje« 

CoUN- agency to review applications^^** I ^ould he called to j-.- 
representatives are required to stcaBI I .^e Patent and Trao 
dated acknowledgment of acc^BI such a notice may include aj 
cepting the condition that lnfomat|St I »1 such as would be urge 
j : obtained from the inspection wli JflR I to rescind secrecy oiaer. 

used for no purpose other than theS® I the applications. . 
appuca ' ministration of 35 U.S.C. 18lM^| .. 

Copies of applications may being* 1 .53 prosecution of applicant 

srsecre- available to such representatives*!® I * ' C recy order, withholding pa 
inspection outside the Patent'aai? I or( te 

y order. Trademark Office under conditions^# I Unless specujc* ‘nnnlicat 
m of se- suring that the confidentiality otUni I wise, action on w» w 

applications will be maintained*!® I Office and t 

eluding the conditions that- (avlS | cant will proceed ourtng f 

copies will be returned to the Pates* I application is una _ • 

. ; v and Trademark Office promptly i£jJI 1 the point indicate _ ■ • 

secrecy order is imposed, or upon wB I (a) Applications . _ 
in scission of such order if one is tow I which c0 , m ® tf , D - 

posed, and (b) no additional copies will* I be appealed or ot _ Apne 
be made by the defense agencies, 1 avoid abanoonm ^ • . . t 
ponding record of the removal and return. <» I cases must be .? r®ise 
copies made available for defense in® I cant but UP ^^ s r . m „ lcgtf . 
ponding spection will be maintained by thdfg I ordered by the Jt- until 

Patent and Trademark Office. Applill be set for hearing unt.u 
cations relating to atomic energy arm I order is removeo. 
made available to the Atomic Energ* I (b) An Interference wu 
Commission as specified in § 1,14 oa| dared involving PP 
this chapter. ~ ;J| crecy order. Ho^vwj a 

under secrecy order copies 
[35 PR 16043, Oct. 13 . 19701 7 « an issued patent, a notici 

,,, _ will be placed in the fil 

§5.2 Secrecy order. • •' W the patent. 

(a) When notified by the chief off ill (c) When the appJicaw 

cer of a defense agency that publicam be in condition for ai 
tion or disclosure of the invention by* for the secrecy oraer 

the granting of a patent would be det~* and the agency wmen 

rimental to the national security, an-Jfi crecy order to be iss 
order that the invention be kept secret^* fied. This notice (wn 
will be issued by the Commissioner of* of allowance v 

Patents and Trademarks. m chapter) does not 

(b) The secrecy order is directed to-* the applicant and P ia ^* 

the applicant, his successors, any and -M tion in a condition oi 

all assignees, and their legal represen- §§ the secrecy order is r 

tatives; hereinafter designated as prin--|§ the secrecy order is 

cipals. - 1 Patent and Trademar 

(c) A copy of the secrecy order will ® issue a notice 01 au 

be forwarded to each" principal of % §1.311 of this chapter 
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Binaries, and Copyrights 

b matter the disclosure 
t be detrimental to the 
ity are made available 
by defense agencies as 
d section. Only applica- 
relating to national se- 
plications within fields 
he Patent and Trade* 
r the defense agencies as 
made available. The in- 
; made only by responsi- 
tives authorized by the 
iew applications. Such 
i are required to sign a 
edgment of access ac- 
idition that information 
the inspection will be 
•pose other than the ad- 
>f 35 U.S.C. 181-188. 
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ich representatives for 
side the Patent and 
ice under conditions as- 
e confidentiality of the 
ill be maintained, in- 
mditions that: (a) All 
returned to the Patent 
: Office promptly if no 
s imposed, or upon re- 
?h order If one is im- 
ao additional copies will 
ne defense agencies. A 
removal and return of 
mailable for defense in- 
be maintained by the 
ademark Office. Appli- 
% to atomic energy are 
to the Atomic Energy 
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b. 13, 19703 


tified by the chief offi- 
;e agency that publica- 
ire of the invention by 
a patent would be det- 
e national security, an 
hvention be kept secret 
y the Commissioner of 
idemarks. 

cy order is directed to 
its successors, any and 
id their legal represen- 
fter designated as prin- 

the secrecy order will 
to each principal of 


iptar and Trademark Office 


Record in the application and will be 

E mpanied by a receipt, identifying 
particular principal, to be signed 
returned. : 

► The secrecy order is directed to 
subject matter of the application. 
:re any other application in which 
crecy order has not been issued 
oses a significant part of the sub- 
^eci; matter of the application under 
visecrecy order, the other application 
gmid the common subject matter 
Should be called to the attention of 
lithe Patent and Trademark Office. 
^Such a notice may include any materi- 
al such as would be urged in a petition 
p$o rescind secrecy orders on either of 
J|the applications. 

llfks Prosecution of application under se- 
crecy order; withholding patent 

llt’Unless specifically ordered other- 
ifwise, action on the application by the 
^Office and prosecution by the appli- 
t#«ant will proceed during the time an 
^'application is under secrecy order to 
:5fethe point indicated in this section: 
?§&-<a) Applications under secrecy order 
4^which come to a final rejection must 
|tbe appealed or otherwise prosecuted to 
H*avoid abandonment. Appeals in such 
^s&cases must be completed by the appli- 
#cant but unless otherwise specifically 
bordered by the Commissioner will not 
^be set for hearing until the secrecy 
•Jfforder is removed. 

An interference will not be de- 
Iffeclared involving applications under se- 
|picrecy order. However, if an application 
^pinder secrecy order copies claims from 
issued patent, a notice of that fact 
Ml be placed in the file wrapper of 
J9| he patent. 

3p<c) When the application is found to 
mpe in condition for allowance except 
||for~the secrecy order the applicant 
l^and the agency which caused the se- 
perecy order to be issued will be noti- 
gffied. This notice (which is not & notice 
f?t)f allowance under §1.311 of this 
^chapter) does not require response by 
t^the applicant and places the applica- 
tion in a condition of suspension until 
■pthe secrecy order is removed. When 
|ithe secrecy order is removed the 
Sp&tent and Trademark Office will 
^g&sue a notice of allowance under 
"‘1.311 of this chapter, or take such 



other action as may then be warrant- 
ed. 

[24 FR 10381, Dec. 22, 1959, as amended at 
38 FR 10006, Apr. 23. 19731 


§ 5.4 Petition for rescission of secrecy 
order. 

(a) A petition for rescission or re- 
moval of a secrecy order may be filed 
by, or on behalf of, any principal af- 
fected thereby. Such petition may be 
in letter form, and it must be in dupli- 
cate. The petition must be accompa- 
nied by one copy of the application or 
an order for the same, unless a show- 
ing is made that such a copy has al- 
ready been furnished to the depart- 
ment or agency which caused the se- 
crecy order to be issued. 

(b) The petition must recite any and 
all facts that purport to render the 
order ineffectual or futile if this is the 
basis of the petition. When prior pub- 
lications or patents are alleged the pe- 
tition must give complete data as to 
such publications or patents and 
should be accompanied by copies 
thereof. 

(c) The petition must identify any 
contract between the Government and 
any of the principals, under which the 
subject matter of the application or 
any significant part thereof was devel- 
oped, or to which the subject matter is 
otherwise related. If there is no such 
contract, the petition must so state. 

(d) Unless based upon facts of public 
record, the petition must be verified. - 


§ 5.5 Permit to disclose or modification of 
secrecy order. : 

(a) Consent to disclosure, or to the 
filing of an application abroad, as pro- 
vided in 35 U.S.C. 182, shall be made 
by a “permit” or “modification” of the 
secrecy order. 

(b) Petitions for a permit or modifi- 
cation must fully recite the reason or 
purpose for the proposed disclosure. 
Where any proposed disclosee is 
known to be cleared by a defense 
agency to receive classified informa- 
tion, adequate explanation of such 
clearance should be made in the peti- 
tion including the name of the agency 
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or department granting the clearance 
and the date and degree thereof. The 
petition must be filed in duplicate and 
be accompanied by one copy of the ap- 
plication or an order for the same, 
unless a showing is made that such a 
copy has already been furnished to 
the department or agency which 
caused the secrecy order to be issued. 

(c) In a petition for modification of a 
secrecy order to permit filing abroad, 
all countries in which it is proposed to 
file must be made known, as well as all 
attorneys, agents and others to whom 
the material will be consigned prior to 
being lodged in the foreign patent 
office. The petition should include a 
statement vouching for the loyalty 
and integrity of the proposed disclo- 
sees and where their clearance status 
in this or the foreign country is known 
all details should be given. 

(d) Consent to the disclosure of sub- 
ject matter from one application 
under secrecy order may be deemed to 
be consent to the disclosure of 
common subject matter in other appli- 
cations under secrecy order so long as 
not taken out of context in a manner 
disclosing material beyond the modifi- 
cation granted in the first application. 

<e> The permit or modification may 
contain conditions and limitations. 

§ 5.6 General and group permits. 

(a) Organizations requiring consent 
for disclosure of applications under se- 
crecy order to persons or organizations 
in connection with repeated routine 
operation may petition for such con- 
sent in the form of a general permit. 
To be successful such petitions must 
ordinarily recite the security clearance 
status of the disclosees as sufficient 
for the highest classification of mate- 
rial that may be involved. 

(b) Where identical disclosees and 
circumstances are involved, and con- 
sent is desired for the disclosure of 
each of a specific list of applications, 
the petitions may be joined. 

§ 5.7 Compensation. 

Any request for compensation as 
provided in 35 U.S.C. 183 must not be 


made to the Patent and Trademarfflf 
Office but should be made directly^ t5§| 
the department or agency whicSp 
caused the secrecy order to be issued® 
Upon written request persons having ; gl| 
right to such information will be irsl|| 
formed as to the department n^| 
agency which caused the secrecy order* 
to be issued. 


§ 5.8 Appeal to Secretary. I 

Appeal to the Secretary of Core® I 
merce, as provided by 35 U.S.C. 181® J 
from a secrecy order cannot be takei* I 
until after a petition for rescission o9 
the secrecy order has been made antfR 
denied. Appeal must be taken with^B 
60 days from the date of the denia^B 
and the party appealing, as well as the® 
department or agency which caused® 
the order to be issued will be notified® ! 
of the time and place of hearing. The® i 
appeal will be heard and decided bSi 
the Secretary or such officer or offig* 
cers as he may designate. 

Licenses for Foreign Filing 

§ 5.11 License for filing application in forjS 
eign country. , 

(a) When no secrecy order has been® i 
issued under § 5.2, a license from them 
Commissioner of Patents and Traded® 
marks under 35 U.S.C. 184 is required|I 
before filing any application for* 
patent or for the registration of a util-* 
ity model, industrial design, or models* 
in a foreign country, or causing or au*| 
thorizing such filing, with respect to® 
an invention made in the United® 
States, if: ' sJ ® 

(1) The foreign application is to be ® 
filed or its filing caused or authorized M 
before an application for patent is® 
filed in the United States, or 

(2) The foreign application is to be* 
filed, or its filing caused or authorized,: ® 
prior to the expiration of six months® 
from the filing of the application in® 
the United States. . 

<b) When there is no secrecy orders® 
in effect, a license under 35 U.S.C. 184** 
is not required if: . 

<1) The invention was not made iir 
the United States, or 
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(2) The foreign ap 
filed, or its filing can 
after the expiratioi 
from the filing of t 
the United States. 

(c) When a secrec: 
issued under § 5.2, 
cannot be filed in a i 
any case except in 
§5.5. 

§ 5.1 2 Petition f or lice 
Petitions for licens 
184 may be present 
and should include 
dress, and full instru 
of the requested lic< 
be delivered to oth 
tioner. 

§ 5.13 Petition for lic< 

ing U.S. appHcatioi 
Where there is 
United States applic 
for license roust be 
legible copy of tfc 
which license is desi 
be retained as the : 
cease granted. For 
identification of the 
each license so issu 
that the petition Oa 
be submitted in duj 
a title and other des 
terial. The duplicate 
tion will be retume 
or other action on tl 

§5.14 Petition for li 
U.S. application. 

(a) Where there 
United States appl 
petition for license 
application by ser 
date, inventor, and 
the material upon ^ 
desired is not reqi 
matter licensed wi 
the disclosure of th 
plication. Where t 
scriptive, and the 
clearly of no inter 
standpoint, time n 
short statement; in 
the nature of the ir 

(b) Two or more 1 
cations should not 
the same petition 
they are to be com! 
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§5.16 


r (2) The foreign application is to be 
Jfe filed, or its filing caused or authorized, 
|H After the expiration of six months 
|| from the filing of the application in 
jpT the United States. 

f (c) When a secrecy order has been 
0 .issued under §5.2, an application 
ie cannot be filed in a foreign country in 
Any case except in accordance with 
W: § 5 . 5 . 

§ 5.12 Petition for license. 
f§B Petitions for license under 35 U.S.C. 
#.• 184 may be presented in letter form 
and should include petitioner’s ad- 
g* dress, and full instructions for delivery 
of the requested license when it is to 
p: be delivered to other than the peti- 

i tioner. . 

§ 5.13 Petition for license; no correspond- 
ing U.S. application. 

I Where there is no corresponding 
United States application, the petition 
^ for license must be accompanied by a 
ik legible copy of the material upon 
^ which license is desired. This copy will 
St^be retained as the measure of the li- 
v- cense granted. For assistance in the 
!§■ -identification of the subject matter of 
-each license so issued, it is suggested 
#’that the petition or requesting letter 
te be submitted in duplicate and provide 
a title and other description of the ma- 
a#4eriaL The duplicate copy of the peti- 

I a will be returned with the license 
Dther action on the petition. 

14 Petition for license; corresponding 
U.S. application. 

i) Where there is a corresponding 
ited States application on file the 
ition for license must identify this 
>lication by serial number, filing 
e, inventor, and title, and a copy of 
: material upon which the license is 
ired is not required. The subject 
tter licensed will be measured by 
i disclosure of the United States ap- 
sation. Where the title is not de- 
tptive, and the subject matter is 
gpclearly of no interest from a security 
;*standpoint, time may be saved by a 
llghort statement in the petition as to 
Iphe nature of the invention. 

Two or more United States appli- 
J^fttions should not be referred to in 
same petition for license unless 
lipiey are to be combined in the foreign 


application, in which event the peti- 
tion should so state and the identifica- 
tion of each United States application 
should be in separate paragraphs. 

(c) Where the application to be filed 
abroad contains matter not disclosed 
in the United States application or ap- 
plications, including the case where 
the combining of two or more United 
States applications introduces subject 
matter not disclosed in any of them, a 
copy of the application as it is to be 
filed in the foreign country must be 
furnished with the petition. If, howev- 
er, all new matter in the application to 
be filed is readily identifiable, the new 
matter may be submitted in detail and 
the remainder by reference to the per- 
tinent United States application or ap- 
plications. 

§ 5.15 Scope of license. 

(a) A license to file an application in 
a foreign country, when granted, in- 
cludes authority to forward all dupli- 
cate and formal papers to the foreign 
country and to make amendments and 
take any action in the prosecution of 
the application, provided subject 
matter additional to that covered by 
the license is not involved. In those 
cases in which no license is required to 
file the foreign application, no license 
is required to file papers in connection 
with the prosecution of the foreign ap- 
plication not involving disclosure of 
additional subject matter. Any paper 
filed abroad following the filing of a 
foreign application which involves the 
disclosure of additional subject matter 
must be separately licensed in the 
same manner as an application. 

(b) Licenses separately granted in 
connection with two or more United 
States applications may be exercised 
by combining or dividing the disclo- 
sures, as desired, provided additional 
subject matter is not introduced. 

(c) A license does not apply to acts 
done before the license was granted 
unless the petition specifically re- 
quests and describes the particular 
acts and the license is worded to apply 
to such acts. 

§ 5.16 Effect of secrecy order. 

Any license obtained under 35 U.S.C. 
184 is ineffective if the subject matter 
is under a secrecy order, and a secrecy 
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§5.17 


° rde ,f Prohibits the exercise of or any 
further action under the license unless 
separately specifically authorized by a 
modification of the secrecy order in 
accordance with § 5.5. 

§5.17 Who may use license. ' 

Licenses may be used by anyone in- 

ht.h^i t f d # i ?K the foreign fUin « for or on 
behalf of the mventor or his 

§ 5.18 Arms, ammunition, and implements 
of war. 

' '■ ' • • - Ui *' ?. ‘ . • . ; . ~ 

. ( . a) The exportation of technical 
data relating to arms, ammunition, 
and implements of war generally is 
subject to the International Traffic in 
the ^Perhnent 
CFR Parts 121-128); the 
articles designated as arms, amraun l- 
tion, and implements of war are enu- 
Munitions List, 22 
SimJ 21 '® 1 ' However, if a patent ap- 

S55L?SW- ^ regulations 
SSl i e £_ by . the Commissioner of Patents 
and Trademarks under 35 U.S.C. 184 
no separate approval from the Depart 
ment of State is required unless the 
applicant seeks to export technical 
data exceeding that used to support a 

F ate £L applicatlon a foreign coun- 
t^ This exemption from Department 
of State regulations Is applicable re- 
gardless of whether a license from the 
Commissioner is required by the provi- 
sions of §§5.11 and 5.15 (22 Cfr 
125.04(b), 125.20(b)). ^ 

♦J!^J^ e ?, a ? atent application con- 

i^ to r g ,^ Ul ? f Ct ... n ? atter on the Muni- 
tions List (22 CFR 121.01) is subject to 

a secrecy order imder § 5.2 and a peti- 
tion nf m ?£ e Under § 55 for a modified. 

® of . th ® secrecy order to permit , 
filing abroad, a separate request to the < 
Department of State for authority to < 
c ,? a a3i .f ia d Information is not re- 1 
quired (22 CFR 125.05(d)). t 


Title 37— -Patents, Trademarks, and Copyrfgfc 


tod 379 f0rth ta 15 CFR PartS 370 J 
(b) A validated export license is nS 
quired for the foreign filing of patent 
applications: ;^2j 

f 11 Containing certain technic3 
data, unless such foreign filing is in j&3 
cordtoce with the regulations of thd 

omce 'J 

or ' 

desl 8nated countries^ 
Ht t F e application contains, an* 
restricted technical data 1 not exports 
able under provisions of 15 CFR 379.3* 

„ <c) A validated export license is noi 
required for the foreign filing 0 fft 

^ any case wheresi 
The data contained in the patent 
application is generally available to 

rnS m a " r f0 ™ “ 5 °>3 

- <2) ^foreign filing is in accost 
dance with the regulations of the 
Patent and Trademark Office and (jfi 
the patent application has been prevtsj 
ously filed abroad in one of the “early* 
publication countries/'* or (ii) the* 
^ the aPPHcation is* 
l P application for! 
which the U.S. Patent and Trademark^ 
Office has issued a notice that the^ 
patent has been scheduled for printings 
and publication (15 CFR 379.3(c)(2)). . J 
^ , A validated export license is not^ 
required for data contained in a patent.; 


(35 FR 6430, Apr. 22, 19701 ' : . ; 

§5.19 Export of technical data. 

*. (a) T J^ ld ® r regulations established by 

v»fiHYi^ Depart J? ent of Commerce, a 
validated export license from the 

Bureau of International Commerce 
may be required for the foreign filing 

° f ^r tent ^ ppllcation , under certain 
conditions. The pertinent regulations 


'Albania. Bulgaria, China (Mainland) tin-Sf 
eluding Inner Mongolia, the provinces of "w 
Tsmghal and Sikang, Sinklang, Tibet, and si 
the former Hwa^tungl 
the Present Port Arthur 
aval Base Area, and Liaoning Province) w 

( b ^™a«F lng ^ R A PUbliC of ChUla (Taiwan) * 
° uter Mongolia!, Commu- I 
"ea of Vietnam. Cuba. H 
E J st Germany (Soviet Zone M 
or Germany and the Soviet Sector of * 

Hungary, Latvia, Lithu/ .3 
nia. North Korea, Outer Mongolia, Poland Jl 
(including Danzig), Rumania, Southern s 

Dubif«m a ?TO r ^ n ot Sovlet Socialist Re- M 
publics <15 CFR Part 370, Supplement No; 3 

•15 CFR 379.4 (a). <b). ‘ W 

Fin?nn5 IU Kv. Cos H, Rica ' Den mark, Ecuador^ !* 
inland. Prance. Honduras, Iceland, Jmnajl Jl 

Non^» e 2, b0Ur *’ Nether lands. Nicaragua, M 
Norway, Panama, Portugal Sweden Tvirai ® 

dad. Turkey. RepubUc of sSutoffia. J 
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Chapter I— Patent and Trademark Office 

application prepared wholly from for- S 
eign origin technical data where such 7 
application is being sent to the foreign 7 
inventor to be executed and returned 7 
to the United States for subsequent 7 
filing in the U.S. Patent and Trade- 
mark Office <15 CFR 379.3(c)(1)). 1 

(e) Inquiries concerning the export 
control regulations for the foreign 
filing of patent applications should be 0 
made to the Office of Export Control. § 
Bureau of International Commerce, 
Department of Commerce, Washing- , 
ton, D.C. 20230. 1 

135 PR 6430, Apr. 22, X970J l‘ '.\ \ 

• V General' J 

,*• " ^ \ C 

§ 5.21 Effect of modification, rescission or I 
. .•£?-. license. ; v * , i , € 

Any consent, rescission or license * 
under the provisions of this part does ® 
not lessen the responsibilities of the 1 
principals in respect to any Govern- § 
ment contract or the requirements of 
any other Government agency. 

; C 

§ 5.22 Papers in English language. C 

All papers submitted in connection ® 
with petitions must be in the English t 
?■ language, or be accompanied by an 1 
f . English translation and a translator’s 13 
r certificate as to the true, faithful and r 
p exact character of the translation. s 


( 5 5.23 Correspondence. 

All correspondence in connection 
with this part, including petitions, 
should be addressed to "Commissioner 
:>f Patents and Trademarks (Attention 
Patent Security Division), Washing- 
ton, D.C., 20231.” 

PART ^-CLASSIFICATION OF 
- GOODS AND SERVICES UNDER THE 
^ TRADEMARK ACT 

Codification Note: Part 6 is placed in a 
separate grouping of parts pertaining to 
trademarks. It appears on page 167 of this 
volume. 

PART 7— REGISTER OF GOVERNMENT 
INTERESTS IN PATENTS 


S *7.1 Requirements. 

;7,2 Assignments. 
«^7.3 Licenses. 


Sec. V\ :/ v . 

7.4 Abbreviated copy. 

7.5 Instruments already on record. 

7.6 Access to register. 

7.7 Secret register. ! 

Authority: E.O. 9424, Feb. 18, 1944, 9 FR 
1959; 3 CFR 1943-1948 Comp. 

Source: 24 FR 10383. Dec. 22, 1959, unless 
otherwise noted. 

§ 7.1 Requirements. 

Executive Order 9424 (3 CFR 1943- 
1948 Comp.) requires the several de- 
partments and other executive agen- 
cies of the Government, including 
Government-owned or Government- 
controlled corporations, to forward 
promptly to the Commissioner of Pat- 
ents and Trademarks for recording all 
licenses, assignments, or other inter- 
ests of the Government in or under 
patents or applications for patents. 

§ 7.2 Assignments. 

The original of an assignment or 
other instrument which conveys to the 
Government only the title to a patent 
or to an application for patent shall be 
forwarded to the Commissioner of 
Patents and Trademarks. The instru- 
ment will be recorded, endorsed, and 
returned. 


§ 7.3 Licenses. 

A copy of any license or instrument 
other than an assignment which con- 
veys to or gives the Government any 
interest in or under a patent or an ap- 
plication for patent shall be forwarded 
for recording. The copy will be re- 
tained by the Patent and Trademark 
Office but, when desired, the original 
will be endorsed and returned. 

§ 7.4 Abbreviated copy. 

If an instrument deals with matters 
in addition to rights and interests in 
patents or in applications for patents, 
or in inventions disclosed therein, a 
copy of only those portions of the in- 
strument dealing with such rights and 
interests need be forwarded. In such 
case, a statement giving the general 
nature of the entire instrument, the 
parties involved, the date of the in- 
strument, the place where it is usually 
filed, and any docket or identifying 
number, must be attached to the copy. 
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CHAPTER 17.— SECRECY OF CERTAIN INVENTIONS 
FILING APPLICATIONS IN FOREIGN COUNTRY 

Sec. . •.!••,■: ■•••■. •.. .• •:• ■■».’' ••::•• •' : 

181. Secrecy of certain inventions and withholding: of patent. 

182. Abandonment of invention for unauthorized disclosure. 

183. Right of compensation. .. « :!> 

184. Filing of application in foreign country. ' 

185. Patent barred for filing without license. / : * 

186/ 'Penalty. r? V ; ■■= ?; tTV-'f'-! 

187. Nonapplicability to certain persons.’- '• i 

188. Rules and regulations, delegation of power. 


§131. Secrecy of certain inventions and withholding 

patent .. . in n&iYi.ai .(;■■■■: /. 

Whenever publication or disclosure by the grant of a patent on» 
inve ntion in which the Govern ment has_a pro perty interest might 
the opinion~bT'tEe~fiead of the interested Government agency,#) 
detrimental to the national security, the Commissioner upon being 
notified shall order that the invention be kept secret and shall wi 
hold the grant of a patent therefor under the conditions set fo 
hereinafter. ! 

Whenever the publication or disclosure of an invention by# 
granting of a patent, in which the Government doe s not have a pro 
erty int erest,, might, in the opinion of the Commissioner, be detn 
mental to the" national security, he shall make the application^^ 
patent in which such invention is disclosed available for inspectio 
to the Atomic Energy Commission, the Secretary of Defense, and th 
chief officer of any_otber ^department, or agency. of .the^Goyernmenj 
designated by the President as a defense, agency of the United Sta 

i ■ .. i « ' V" •%’ " "T • ’ •■• *■■ ■ • • • 

Each individual to whom the application is disclosed shall sig 
dated acknowledgment thereof, which acknowledgment shall be-^, 
tered in the file of the application. If, in the opinion of the Atonu 
Energy Commission, the Secretary of a Defense Department, ortji 
chief officer of another department or agency so designated, iitfii 
publication or disclosure of the invention by the granting 
patent therefor would be detrimental to the national security,* 
Atomic Energy Commission,, the Secretary of a Defense Departmen 
or such, .other., chief officer shall notify the Commissioner- 
Commissioner shall order that the invention be kept aec refeanj 
shall, withhold the grant of a patent for such period as the nation- 
interest requires, and notify the applicant thereof. Upon prop.) 
showing by the head of the department or agency who caused 
secrecy order to be issued that the examination of the applicatio 
might jeopardize the national interest, the Commissioner shall th 
upon maintain the application in a sealed condition and notify* 

.. 71Q 
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ill ; ‘ 

Jft&at thereof; - The owner of an application iwhich has been- 
^|‘d-under a secrecy order shall have a right to appeal fromthe 
^to the Secretary of Commerce under rules prescribed by him.; 

^^invention shall not be ordered kept secret and the grant of a 
pli withheld for a period, of more than one year. The Commis- 
onershall renew the order at the end thereof, or at the end of any 
i&al period, for additional periods of one year upon notification 
head of the department or the chief officer of the agency who' 
osfed the order to be issued that an-affirmative determination has 
made that the national interest continues so to require. An 
er-in effect, or issued, during a time when the United States is at 
rysshall remain in effect for the duration of hostilities and one 
~ following cessation of hostilities. An order in effect, or issued; 
nrin g a national emergency -declared by the President shall remain 
ifeffect for the duration of the national emergency and six months 
ereafter. The Commissioner may rescind any order upon notifica- 
;by the heads of the departments and the- chief officer^ of the 
encies who caused the order to be issued that the publication, or 
Bclosure of the invention is no longer deemed detrimental to toe 
Bonal security. July 19, 1952, c/DSO, § 1, 66 Stat. 805. < 


Historical and 

rn 1 *■ .. 

riser’s Note. Based on Title .35, U. 
“1946 ed., § 151 (Feb. 1, 1952, C. 4, | 
*Stafc 3, 4). ; ; 

nguage is changed. r , , 


Historical and Revision Notea 


151 of this title, set out in Appendix II 
at the end of this title. 

Defense Agencies. The Department of 
Justice was designated as a defense 
agency of the United States lor the pur- 
poses of this chapter by Executive Or- 
der No. 10457. May 28, 1953. 18 F.R. 3083. 


ISor, law. J For prior law on the sub- poses of this chapter by Executive Or- 

this section, see .former section der No. 10457, May 28, 1953, 18 F.R. 3083. 

’ r "'" *■" ’ - : . •*'* 
fe i -* li? J-U- Rules of Practice in the Patent Office < r : ' :;r ' . ' 

to secrecy of certain inventions and licenses to file applications in 
gn -countries, see rules §§ 6.1—5.23, set out under section 188 of this titled .;r: -- 


Notes of Decisions 




~ ' _ - _ - i - > r . 

Government' s rights and tiabllitics 
absence of showing that Commis- 
efppf 'Patents ordered that plaintiff’s 
j^tion should be kept secret and with- 
fi^grknt of patent to plaintiff for rea- 
hat ^publication or disclosure of 


plaintiff’s invention by grant of patent 
would be detrimental to national secure 
ty, United States would not be liable for 
alleged use of plaintiff’s "invention prior 
to issuance of patent. Uearon v. U; S. t 
Ct. Cl .1953, 115 F.Supp. 910. . 


482. " Abandonment of invention for unanthorized . . 

ini s-ii it- disclosure a - •. ... r ; ■= c u\f: - 

sfhe “invention disclosed in an application for patent subject. to an 
e'r-made pursuant to section 181 of this title may be held aban- 
loned upon its being established by the Commissioner that in vio- 
r 1Bon of said order the invention has been published or disclosed or 
t^ah application for a patent therefor has been filed in a foreign 
uhtry by the inventor, his successors, assigns, or legal representa- 

“fe • 711 
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5 § 18Z PATENTABILITY— -GRANT OF PATENTS v 

tivea, or anyone in privity with him or them without tw ^ 

shall be held to 

as oi tue time of violation. The con^nt-nf ti, A n . \ °? C S 
not begtoen without tte cmm „ eocs of th« hoa!L SXT 0 ”^ 

anDHeanih f of abandonment shall consUtute forteltai 

SSSS' ssatos, „ , e(ra , r a p „ s , n Sg 

-^“ l or them - of all claims against thl 

hi !»:»'•> u-.jp, t.jc,rtti T J ^Wrfon Notwf f * 

Bavton'a Nota. -Based oniTitle 85. tTS A- J ’ A ." ♦■koKSi 

C„ 1946 edi, ; | 152 (Feb, 1, 1952. c 4 I II iJt* I Por Prior; law ;oi 

66 Stat 4). : • V *.^:n;Jec‘; ;; of. this section,,see fount 

■ “ T . _ '• 'i" . oK'.'j/x •$-['( .-><4 6ih titles set out In ^DDpjf 

, language u changed.,..: „ ' .'• J 1 - ; at the end 0 f this title.:; rism?-*” 


S r tfii 2 *'* . V5i f .t ^;roic^/mrt:nO ,-a f V^ ^ 

?,j Bight to compensation 'steTn.'abiiU 

. ’An applicant, his Successors, assigns or leo-al 
whose patent is withheld as herein provided „S 1 ? P 

‘bore's 

lavoaboa bp the Govern™*. / he hi ^X ar m S 

is authorized, upon the presentation of a claim to enTeSw 
agreement with the applicant, his successors, aSi^s or 
resentatives, in full settlement for the damage and/or iids 
settlement agreement shall be conclusive fnr oil ' r — 

ment^of^th 1 ^ P rov bion law: to th/contrary. 1 " 1 "!? 

ment of the claim cannot be effected, the head of the denote 
agency may award and pay to such applicant, his successors -assi 
. or legal representatives, la sum not exceeding 7 c „ ? , ' a S 

“» »“«* «»■ >»« ofW IpaltSt^r/cotSI 

a resident for an amount which when added to the Sd Sf 
stitute just compensation for the damage and/br usl of tSl 
bon by the Government. :. The owner of any patent Tssueil 
application that was; subject to a secrecy mK!" ^ 

~s:sa£=| s 
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JfW ' 

setby the Government of the invention ..resulting from his die-: 
L®®“v* ; ' ’ I ! he J right to compensation for use shall begin on the date 
1186 invention by the Government. In a suit under 
jejbovisions of this section the United States may avail itself of; 
iy|^?® es 4 ^ “ay plead in 4 an action; under section 1498 of title 28.'" 

, s|hall jiot confer; a 'right; of action on’ anyone or his 1 
nj 1 *®*®® 18 *. nssigns,. or legal representatives who, while in the full- 
me employment or. service of the United States, discovered, iri- 
ented, or developed the invention on which the claim is based ’ 
ilyl9 v 195 2 , c. 950,; § 1, 66 Stat. 806.' ’ 


Wot J 


Historical rad Revision Rotes 


r^erT Y- , Pri ” prior law on the sib-’ 

i Rl (F * b - > 1952 > «•> i«* of this section, see former section 

?E* Stat *’ 6) - . - 153 of this title, set out in Appendix II 


jp&ngua^e is changed.^ 


at the end of this title. 


Filing of application in foreign country fc ; ^ , 

accept when authorized by a license obtained from the Commis- 
uoner a person shall not file or cause or authorize to be filed in any 
c 9 u PtF y Prior to six months after filing in the United States 
n application for patent or for the registration of a utility model, 
design, or model in respect of an invention made in thfe 
juntiy: ' A license, shall not be granted with respect to an in-' 
8u W ec ^ to ar F order issued by the Coinmissioher pursuant to 
section 181 of this title Without the concurrence of the head of the 
an< t the chief officers of the agencies who caused the’ 
j£$#,to be issued. The license may be granted retroactively where 
^..application has been inadvertently filed abrbad and the applies-’ 
|®?v, d P es n °t disclose an invention within the scope of section 181 

} M - J :y v*- 1 - ,;i • -<> 

'he jterm “application”; when . used in this chapter includes 5 at^ 
ihcations and any modifications, amendments, or supplements there- ; 
»r divisions thereof.^ .July ; 19, 1952, c. .950, § 1, 66 Stat. 807. 


tIO V.’f;] 


Historical and Revision Notes 


’« Note. - Based on Title 35, U. 
1946 ed., § 154 <Feb. 1, 1952, c. 4, 8 
IjW# Stat 5). 

^Language is changed. 


Prior Law. For prior law on thesub-. 
Ject of this section, see former section 
154 of this title, set out in Appendix 1J 
at the end of this title. 


Rules of Practice in tie Patent Office 


^Hules relating to licenses for foreign filing, See rules 

action 188 of this title. 


5.11-5.17, set out under 
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35> § 485: PATENTABILITY— GRANT OF, PATENTS d|g“ 

§ 1 85. Patent barred for filing- without license J 

, Notwithstanding any other provisions of law any person, ahd 
. successors, assign's, "or legal representatives, shall not r<*ceiv^ 
United States, patent 'for an invention if that person,, or his Vim 
cessors, assigns, or legal representatives shall, without prociirin 
the license prescribed in section 184 of this title, have inadelloj 
consented to or assisted another’s making, application in a forer® 
country for a patent or for the registration, of a utility model,- 
dustrial design, or model in respect of the indention. A Unit,. 
States patent issued to such person, his successors, assigns, or le'^a 
representatives shall be- invalid.. . July 19^ 1952, c. 950, § 1, 66-Sta 
807. j • 

" *" J 1,1 ‘ t * * * .‘A*;*!. 7-7 *. ; l < >. . *' (;V ' ■. Tv r S > 'it 

U vr;--* r, ^Historical and ReWsion Notes’ '* u ^‘ L rik 

' - 

Reviser's Note. Based on Title 35, U.S/ 1 Frio? taw. For prioE law omL^ 

C.| 1946 ed., 9 155 (Feb. 1, 1952, c. . 4, § 5, • ject of this section, see former sectir^' 

66 Stat 5). 155 of this title, set out in Appendix^ 

Language is changed^ ^ i V °* t ? is 




‘ " ' •; 4 * ' ■ • " * • : ‘ ^ * • • > ■ v - ; ; ! . a s i £ oiij a. ^ ;i > a y? 

§186. ‘ * Penalty • " :o 9 -& l* ; *4 3 jm = rod s’/* 

Whoever, during the period or periods of time an invention 
been ordered to be kept secret and . the grant of a patent theraa 
withheld, pursuant to section 181 of this title, shall, with knowle 
of such order and without due authorization, willfully publish 
disclose or authorize or cause to be published or disclosed theinv* 
tion, or material information with! respect thereto,, or Whoever,; _ 
violation .of the provisions of section 184 of this title, shall . fUesa* 
cause or authorize to be filed in any foreign country ‘an appiicatP 
for patent or for the registration of a utility model, industrial desig 
or model in respect of any invention made in the United Stai^ 
shall, upon conviction, be fined not more than $10,000 or imprison 
for not more than two years, or both. July 19, 1952, c 950, ; § i l 1 " 

stat 807. ; , . , 

' Historical and Be^lsioa N o tea •’ ') ! •• y •• ^ : j - a - V i 
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S^87. : NonappHcability to certain persons 
.^The prohibitions and penalties ol this chapter shall not apply to 
^ih^bffi'cer or agent of the United-States: acting within the: scoper;of 
iis authority, nor to apy person acting upon his written .instructions 

B iission. July 19, 1952, c. 950, § 1, 66 Stat. 808, 
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